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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )KI Responsive to communication(s) filed on 02 July 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 13-38 and 40-54 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 13-38 and 40-54 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 7/2/08 
has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 29,30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deckman et al. (5,984,867) in view of Chin (5,676,636). 

With respect to the claims, Deckman et al disclose a surgical apparatus for 
accessing a beating heart, the apparatus comprising a main body (22,102) configured to 
rest against the frontal body of a patient; and a lifting arm (40) rotatably mounted to the 
main body, as set forth in column 4, lines 46-50, and adapted to (or capable to) engage 
and lift at least a portion of the ribs of the patient, relative to reminder of the patient's 
body below the rib cage, while the body remains resting against the frontal body of the 
patient, when the patient is positioned horizontally; as best seen in FIG. 12; a retractor 
arm (30) mounted to the main body and adapted to engage and spread a portion of the 
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ribs with respect to the remainder of the ribs, in a direction different from a direction of 
the lifting, wherein the retractor arm comprises a hinge (60,80) to enhance positioning of 
a distal end of the retractor arm to engage the ribs; as set forth in column 4, lines 10-50, 
column 5, lines 33-67, column 6, lines 1-35; wherein the retractor arm is rotatably 
mounted to the body; as set forth in column 7, lines 53-67, the apparatus comprising 
two contact points, and wherein the lifting arm is mounted to the body at a location 
intermediate of he two contact points; (two contacts points at 34 and 102 and lifting arm 
mounted therebetween in FIG. 6); three contacts points (at fig. 6, the retractor 30, the 
foot plate 102, and the lifting arm 40), the retractor arm (30) mounted to the main body 
and adapted to engage and spread a portion of the ribs with respect to the remainder of 
the ribs, in direction different from a direction of the lifting; a first driving mechanism 
(74) for driving the lifting arm with respect to the body to perform lifting , and a second 
driving mechanism (130) for driving the retractor arm with respect to the body to perform 
the spreading; a beating heart stabilizer mounted on the body, as best seen in FIG. 9, 
and as set forth in column 8, lines 57-67, column 9, lines 24-44, an organ or tissue 
positioner (234a) fixed to the body; as set forth in column 9, lines 29-30; a light mounted 
to the apparatus; as set forth in column 9, lines 59-65; a locking mechanism (82) to fix 
the position of the means (40) for vertically offsetting in a vertically offset configuration, 
wherein the vertically offsetting means is a retractor (40) having a lifting arm operatively 
attached to a retractor frame. 

With respect to the method claims, the method steps, as set forth, would have 
been inherently carried out in the operation of the device, as set forth above, such as 
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making an incision, contacting tissue, contacting tissue on one side of the incision with 
first portion of a retractor (30), while contacting tissue on an opposite side of the incision 
with a second portion of the retractor (40); and moving the second portion of the 
retractor in direction substantially perpendicular to a horizontal orientation of the 
remainder of the retractor, thereby vertically offsetting at least a portion of the rib cage; 
as best seen in FIG. 6. Said means for offsetting comprising means for engaging the 
lowermost edge of the lowest rib on at least one side of the incision; as best seen in 
FIGS. 13, 14 of Chin. 

With regard to the recitation that an element is "adapted to" or "configured to" it is 
noted that it has been held that the recitation that an element is "adapted to" or 
"configured to" perform a function is not a positive limitation but requires the ability to so 
perform. It does not constitute a limitation in any patentable sense. In addition, the 
manner in which a device is intended to be employed, does not differentiate the claimed 
apparatus from the prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ2d 1647 (1887). 

It is noted that Beckman et al did not teach of a lifting arm rotatably mounted to 
the main body and adapted to engage a lowermost edge of the lowest rib, as claimed by 
applicant. However, in similar art, column 7, lines 37-67, FIGS. 13, 14, Chin provides the 
evidences of the use of a lifting arm rotatably mounted to a main body and adapted to 
engage a lowermost edge of a lowest rib of a patient to impart a lifting force to the 
sternum and ribs via the retractor bars and maintain a lifting throughout the duration of 
the procedure. 
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Therefore, given the teaching of Chin, it wopuld have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the device of 
Deckman et al, as taught by Chin, to impart a lifting force to the sternum and ribs via the 
retractor bars and maintain a lifting throughout the duration of the procedure. 

Claims 29,30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deckman et al. (5,984,867) in view of chin (5,676,636) in view of Asrican (3,680,546). 

With respect to the above claims, it is noted that the above combination of 
references did not teach of fiberoptic light; as claimed by applicant. However, in a 
similar art, Asrican evidences the use of fiber optic light to serve to direct the direction of 
light in the chest cavity. 

Therefore, given the teaching of Asrican, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the device of 
Deckman et al./chin, as taught by Asrican, to serve to direct the direction of light in the 
chest cavity. 

Response to Amendment 

Applicant's arguments filed 7/2/08 have been fully considered but they are not 
persuasive. First, applicant's remark with respect to the Terminal Disclaimer is noted. 
The Terminal Disclaimed has been approved and the rejection removed. Second, 
instead of column 4, lines 46-50, applicant's attention is directed to column 7, lines 53- 
67. As to the blades engaging the lowest rib of a patient, Chin discloses a blade that 
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engages lowermost rib from a lower surface or edge of the rib of a patient and lift it. 
Therefore, the combination of Beckman et al and rib meets applicant claimed invention. 



Conclusion 

A shortened statutory period for reply to this action is set to expire THREE 
MONTHS from the mailing date of this action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro Philogene whose telephone number is (571) 272- 
4716. The examiner can normally be reached on Monday to Friday 6:30 AM to 4:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571 ) 272 - 4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pedro Philogene/ 

Primary Examiner, Art Unit 3733 

September 22, 2008 



